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3ori ous burden on the Examiner to prolate the inventions 
Of Group* I and II i" P rc6ellt *PF 1ication - 

The E^lner rciects claims " " bBi ^ 

' ob vioas over however th« Examiner ha* not established . 
prima facie case of bbwiousnesa. 

The Seiner erroneously lakes the position that it 
W ould have been prima facie obvious at Lh» time Of tbe 
invention to leave the opponents of Ho in the unreacted 
for- w a i^tcr of design to increase the shelf , life of 
the coating." (Office Action p. 4) S»ch an assumption is 
an incorrect interpretation of reoins and coating 
compositions in general and Ho in particular. 

The examiner, cite* to the clearest, in Ho (col. 24 
Tines 26-28). and Specifically Example n (columns 29-30 and 
38) wherei* Ho discloses the preparation Of a pulyurethane 
. dispersion by reacting a pulyol, a polyisOcyanaLe, and 2 - 
batyl-2-ethyll ^-propanediol (DEW). ««. Examiner 
erroneously opines that it would bo obvious in leave those 
components in the unreacted form to increase the shelf life 
of the coating. 
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More particularly, a -tin, coition a, In Ho. 
comprising a polyol, . V^cy^ - 
•^-propanediol (BEPD) 1. not stooge stable due to the 
f act that the function! group* of the r*act„nts arc abl* 
, 0 react with ' '-ch other ... room tempore, when u«. 
looK. at lh„ Examples prodded in the present invention, 
the pot lif ot BUCh a mating composition la quite short, 
i.e. 50 minutes (exa.apJ* II. 1" t^™ 1 * 2 ' ^ 8b 

Mnntes <exan.nl* ... «^«^ ~ ating 
composition* *«* reacted in a couple of hours. 

On the other hand, a resin prepared from these Ihree 
reagents does not hsve any functional group, left abJ* to 
react with e,ch other. For example, hydroxy functional 
groups »ay b* present, but no isocyonate group, are present ■ 
in the resin itself to react with the hydroxyl groups. 
Therefore, such a resin is storage stable for a couple of 
months, if not years. 

Thus, if the examiner's hypothesis was correct (which 
it is not), one would not ohoos* for a coating composition. 
Lhe three rcactants as in the present invention, but rather 
would simply have the coating composition comprising, ihe 
rosin itself. Especially, if ttw properties of the costings 
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ona , it -no, t. — *»* ' 

coition ta*, 'a™. ■ * ft " ' 

prepared .. " »«• « OT mM 



ore particularly .lo discloses coating o^-itl— . 
„ two part reactive poiyurelhane composition either water 
« solvent borne (-I- 1, Unec 7 and .). This coating 
composition rurther copses two parts A and B In Which 
th. r«iM of Part A M y be chosen Cr« the group of: 

a) a urethane prepolymcr, 

b) a firat acrylic 'polyol, 

c) a secund acrylic polyol, 

d) a first compound , And 

.) a second compound consisting of diols and polyps- 
Meanwhile, Pari B may be a polyisocyanatc compound. 

In nrttut, th. P-s-t invention cl.iia a coating 
composition comprising: 

Ah) a hydroxy yxonp-containlnq film forming polymer with a 
hydroxy v-lue h«twecn 75 and 300 mg KDH/g solid r«in, 
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A e) a dial of the general tormula HO-CIl,-CR ( c 2 H 5 ) -CH.-OH, 
„Wn R i. an alkyl group having 3-6 carbon atoms, 
and 

R) a polyisocyanatc compound. 

In column 17 and 1«, Ho describe the second cu-npound 
M ) which may be , dioV. The only wound exemplify io a 
diamine poXyoJ - It io not disced nor suggested In Ho 
t he second compound in the coating composiHon may be a 
did acceding to the general tormula of claim 1 of the 
present invention. 

Although in llo, BEPD is mentioned as a reactant for 
the uxethene prepolymer Aa) it is not disclosed 
suggested by Ho that this reactant can also be applied in 
the r.oating composition itself. 

Finally, diols of the general tormula disclosed in 
claim 1 uf the present invention must bo used to obtain the 
excellent reults of the present invention, not every diol 
can he used. As can he seen in E W le ? and Comparative, 
examples A to r (Spec PP. 15-18) of the. present invention, 
several coating compositions at* prepared with diols as the 



BEST AVAILABLE COPY 



JPN 16 2001 16=28 FR Q^) PATENT * 914 693 4236 TO ^38729310 P. 07/08 

• ^ d±oi according to the 

pre 3 ent Mention composing a 

. m» l i.e. BEPn, that qood properties 
general formula in 1, i.e. «• 

„ f . 41 ,l. f th . ,e„=r»l . »« «•*.«» <=" ta ' <* 

«. p»«l i. -tin, c^-ion • 

« P^yi-Y-" ~« ,—*«-» 

excellent results. 

T he Examine also erroneously state* that claim 3 of 
th6 pres.,. invention is obvious in li** « ho. Fo, a, 

', #-.r+h ->bove a 'prima taeie showing ot 
least the reasons set forth above, a P 

. r . v- en established under the P " rtr art of 
obviousness haa not been es^auj- 

#.r* that the cited references may be modified 
ilo. The mere fact that tne 

, d oce- not establish a pri« f.cie caoe of obviousness based 
on such .nodirication absent a suggestion in the cited art 
or th* durability of the modification. In_rejn*tc, lf .23 
tisPQ 2d 1780, 1783-17B4 (Fed. Cir. 1992) 

' obviousness cannot be eaUbUshed merely by locating a 
reference which describe various aspects of an invention 
wi Lhcut. also providing «<idence of the activating force- 
whiC h would i^l one skilled in th* art to do what the 
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.resent invention. Applicants submit LhAt it is clear Lhat 
the applied reference, taken a s .Lwhnje, tails to provide 
such in.Uivaf.ing torce, and itofc such force is only provided 
by Ui* present invention's disclosure. 

in view o£ the distinguishing rwrwrks made above 
applicants risapecttully requasl rec<-maidcration and 
withdrawal of the subject rejection. ■ 

in view of the amendment a and remarks herein, the 
papers submitted previously, the present application is ; 
believed to be in condition lor allowance, which action 1a 
respectfully requested. 

Respectfully submitted, 



JoWn M. McGillcuddyJ 
Attorney for Applicants 
Reg. do.: 35,608 
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